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APPLICANT'S RESPONSE TO 
SECOND OFFICE ACTION 



In response to the Office Action dated May 21, 2002, the Applicant hereby provides the 
following Response: 

1) The Examiner has rejected Claims 1-16 under 35 U.S.C § 103 as being 
unpatentable over Esslinger, Jr. The Examiner further concluded that the claimed indicia is not 
functionally related to the substrate such as to provide distinction from the prior art to support 
patentability, as required by In re GulacklM USPQ 401 (CAFC 1983). 

In response, the Applicant has amended Claim 1 to include the requirement of a tabbed 
index located on the edge opposite the binding means for the printed notebook. The tabbed edge 
is achieved by sizing the pages of the printed notebook such that each respective page or group of 




pages is slightly longer than the previous page or group. For illustration purposes, we note that 
each tabbed page could be, for example, one-fourth inch longer than the preceding page. The 
location of the tabbed edges will facilitate ease of operation for the checklist in that it will be 
easier to locate types of information quickly from looking at the tabbed index. 

The Applicant notes that the tabbed index is not disclosed, claimed or inferred by 
Esslinger, Jr. In fact, a tabbed edge would have no value in the type of instrument claimed by 
Esslinger, Jr. as it is certainly not necessary or useful to set forth a means for quickly moving 
from page to page or section to section in a calendar. 

Given the new requirement set forth in Element d of Claim 1, Claim 1 is patentably 
distinguishable over Esslinger, Jr. such as to support patentability. In addition, for the same 
reasons, dependent Claims 2-9 are likewise patentably distinct over Esslinger, Jr. The Applicant 
respectfully requests approval of Claims 1-8 as modified. 

Concerning method claims 9-16, the Applicant respectfully traverses the Examiner's 
rejection by noting that Claims 9-16 are method claims directed to a method for delivery of an 
advertising message. Accordingly, since the article of manufacture (Aviation Checklist) is not 
being claimed, but rather a method for conducting advertising, the printed indicia rejection is not 
applicable. As the Court set forth in Gulack, the PTO does not give patentable weight to printed 
matter absent a new and unobvious functional relationship between the printed matter and the 
substrate. However, Gulack as well as more recent cases also applying the printed matter 
rejection apply only in situations in which the substrate itself is part of the claimed subject 
matter. 

A printed matter rejection has no applicability to a business method claim such as Claims 
9-16 for a method of delivering an advertising message. Furthermore, the Federal Circuit has 



been hesitant to extend the printed matter rejection doctrine beyond the specific constructions of 
Gulack and others wherein an article of manufacture with printed indicia is claimed. The Court 
has noted in Gulack and other cases that "a printed matter rejection under §103 stands on 
questionable legal and logical footing." In re. Edward S. Lowry, 32 F.3D 1579 (Fed. Cir. 1994). 

In view of the printed indicia rejection, Claims 9-16 were rejected by the Examiner as 
being unpatentable over Esslinger, Jr. Given that the printed matter rejection is inapplicable, 
Claims 9-16 of the present application are patentable over Esslinger, Jr. as the reference is 
directed to a calendar construction article with recipes and other printed information thereupon. 
Esslinger, Jr. is not directed to a business method for conducting advertising on an aviation 
checklist. Neither Esslinger, Jr. nor any other reference is directed to a method for advertising to 
operators of aircrafts wherein said advertising is conducted through the business method of 
providing advertising space on a required aviation checklist. Accordingly, the Applicant 
respectfully requests withdrawal of the rejection of Claims 9-16. 

Having responded appropriately and in full to the Office Action, the Applicant 
respectfully requests allowance of the claims and advancement of the application to the Issue 
Branch. In keeping with patent office requirements, a clean version and marked up version of the 
modified claims are enclosed. 
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